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DETAILED ACTION 

Election/Restrictions 

1 . Claims 10-14 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 02/23/2009. 

2. Applicant's election without traverse of Claims 1-9 and 15-20 in the reply filed on 
02/23/2009 is acknowledged. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Claim Rejections - 35 USC § 102/103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Minoru (JP 2002-311241, A, machine 
translation from Japanese to English). 

A 35 U.S.C. 102/103 rejection has been approved by the courts in the context of 
product-by-process claims when a prior art product is found that appears to be the same as 
claimed product. See MPEP 2113. 

Minoru teaches with respect to Claims 1-3, the claimed stretched film (X) (See at least 
0001 and Example 1, 0118-0124) obtained from a resin composition by melt-extrusion casting 
(extruded melting and cooled on a drum, considered to be melt-extrusion casting, 0119) 
followed by stretching at least in one direction (stretching zones, and bi-axially oriented, 
considered to be stretching in at least one direction, 0123), 

(1) the resin composition containing a maleimide-olefm copolymer (A) having 40 to 60 
mol % (20-70 mol %, 0011, lines 6-7) of a recurring unit represented by the following formula 



(I), 


Formula (I) (Instant Claim): 


Formula (II) (Instant Claim): 








— UI 2 — C — 




'R 3 
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N 


wherein each of R 2 and R 3 is independently a hydrogen 
atom or an alkyl group having 1 to 6 carbon atoms, 

Minoru (Prior Art, 0012): 


! 


[Formula 5] 




\ R 1 R 3 / 


wherein R 1 is a hydrogen atom, an alkyl group having 1 


to 6 carbon atoms or a monovalent aromatic 
0011, line 4) of a recurring unit represented by the 


[0013](In a formula R 1 . R 2 , and R 3 show hydrogen or 
the alkyl aroup of :ho carbon numbers |-« sndependenth , 
respectively.) 


following formula (II) 




Minoru (Prior Art, 0014): 




[Formula 6] 

/ H H \ 




— (— C-C— 4— 3 (2) 








R 

[0015]fln a formula (2). R shows hydrogen, the alkyl group 
of the carbon numbers. 1-18. 01 the evcloaikyl group of the 
carbon numbers 3-12.) 





and an acrylonitrile-styrene copolymer (B) (see at least 0010-0011, 0016, and 
specifically 0016 and 0018, vide infra) containing 21 to 45% (20 to 50 %, 0011, line 11) by 
weight of an acrylonitrile unit (Formula 7 [3], 0016), the resin composition having a copolymer 
(A) content of at least 50% by weight but not more than 99% by- weight (55 to 75 %, 0011, line 
15) and a copolymer (B) content of at least 1% by weight but not more than 50% by weight (25 
to 45 %, 0011, line 16), 
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Minoru (Prior Art, 0016): 

[Formula 7] 




xS (3D 



[0(>17"]du a formula (?,». R' 1 and R? show hydrogen or the 
alkyl group of the carbon numbers 1-8 independently. 



Minoru (Prior Art, 0018): 



[Formula 8] 




55 (4) 



[0019](R 6 and R 7 in a formula (4)) Independently, hydrogen 
or the alkyl group of the carbon numbers l-S is shown, 
respectively, and R\ Hydrogen, the alkyl group of the 



(2) the stretched film (X) having a maximum retardation (Rp) at 550 nm (550-nm, 0116) 
in an in-plane direction, the maximum retardation satisfying the following expression, 

10 nm < Rp < 400 nm (less than 20 nm, phase contrast of a plane 
direction is considered to be Rp, see at least 0107, lines 1-4) 

(3) the stretched film (X) having a retardation (Rth) at 550 nm (550-nm, 0116) in the 
thickness direction, the retardation satisfying the following expression, 

0 nm < |Rth| < 400 nm (200 nm or less, phase contrast of a thickness 
direction is considered to be Rth, 0107, lines 12-13). 
With respect to the claimed wherein R 1 is, a hydrogen atom, an alkyl group having 1 
to 6 carbon atoms or a monovalent aromatic hydrocarbon group, Minoru teaches the claimed R 1 
is hydrogen atom (0015, line 1), the claimed R 1 is alkyl group having 1 to 6 carbon atoms (alkyl 
group of the carbon number 1-18, 0015 lines 1-2) or the claimed R 1 is monovalent aromatic 
hydrocarbon group (cyclo alkyl group carbon numbers 3-12, 0014, line 2-3 
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With respect to the claimed R 1 is a monovalent aromatic hydrocarbon group; The 

similarity between the chemical structures and properties in sufficiently close in the analogous 
series of compounds that one of ordinary skill in the art would have been motivated to make the 
analogous series; wherein R 1 is a monovalent aromatic hydrocarbon group. 

Therefore, at the time of the invention it would have been obvious to one of ordinary skill 
in the art to have altered the substitution of the maleimide amine "R 1 " in light of the teachings of 
Minoru, which specifically define R 1 as a cyclo alkyl group, whose size is from 3-12 carbons. 
Ultimately, the aforementioned modification leads to changes in 7i-stacking interactions, which 
modify the overall structure of the material, and as such also modify the light absorbing 
properties of the film in order to obtain the desired amount of protection pertaining to the 
stretched film that is subsequently incorporated in the LCD structure. 

"A prima facie case of obviousness may be made when chemical compounds have very 
close structural similarities and similar utilities. An obviousness rejection based on similarity in 
chemical structure and function entails the motivation of one skilled in the art to make a claimed 
compound, in the expectation that compounds similar in structure will have similar properties." 
In re Payne, 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA 1979). MPEP 2144.09. 

With respect to the claimed wherein each of R 2 and R 3 is independently a hydrogen 
atom or an alkyl group having 1 to 6 carbon atoms, Minoru teaches the claimed R 2 and R 3 is 
independently a hydrogen atom (0013, line 1) or the claimed R 2 and R 3 is independently an alkyl 
group having 1 to 6 carbon atoms (alkyl group of the carbon numbers 1-8, 0013, line 2). 

With respect to the claimed concentration and retardation ranges, the concentration 
and retardation ranges as taught by Minoru overlap the ranges as instantly claimed. 
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With respect to the claimed method of preparing the stretched film, Minoru does not 
specifically teach "casting," however, the reference does teach essentially the identical process 
as claimed by the applicant, see specifically Example 1, paragraphs 0118 through 0121. Minoru 
teaches the claimed film is extruded, melted (0119, lines 1-3), cooled in a cooling drum (0119, 
line 4), and stretched with extension rolls (0123, line 5). Therefore, one of ordinary skill in the 
art would consider the invention of Minoru to be essentially identically prepared as claimed in 
the instant claim. 

Nevertheless, "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior art product was made by different process." In re Thorpe, 227 USPQ 964,966. 
Once the examiner provides a rationale tending to show that the claimed product appears to be 
the same or similar to that of the prior art, although produced by a different process, the burden 
shifts to applicant to come forward with evidence establishing an unobvious difference between 
the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 8802, 218 USPQ 289, 
292 (Fed. Cir. 1983), MPEP 2113. 

With respect to Claim 4, Minoru teaches the invention set forth above, but does not 
specifically teach the claimed mathematical expression as claimed, which satisfies the following 
expressions, 

ny < nz <nx and 
0.3 < [(nx - nz) / (nx - ny)] < 0.9, 
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wherein nx is a refractive index in an in-plane lagging axis direction at 550 nm, ny is a 
refractive index in a direction perpendicular to the in-plane lagging axis at 550 nm, and nz is a 
refractive index in the thickness direction at 550 nm. 

As Minoru teaches using essentially the same identical materials, concentrations, method 
of production, and retardation values as instantly claimed (vide supra), one of ordinary skill in 
the art would expect the film of Minoru to posses the ability to refract light in the respective 
directions nx, ny, and nz, because the retardation is a product of the refractive index (nx, ny, and 
nz) and because the light used to determine the refractive indices is identical to the light used by 
Minoru i.e. 550 nm (0116). 

With respect to Claim 5, Minoru teaches the invention set forth above, but does not 
specifically teach the claimed stretched film, which is a product by the stretching at a stretch 
ratio that satisfies the following expression (see at least 0100 and 0123), 

Rmd > Rtd (extended 1.8 times with an extension roll, 0123) or 
Rtd > Rmd 

wherein R M d is a stretch ratio in the machine direction (vertical drawing machine, 0123) and R T d 
is a stretch ratio in the transverse direction. 

Minoru teaches a bi-axially stretched film (0123), and extension of the film, 
longitudinally (machine direction), laterally (considered to be transverse direction as instantly 
claimed), or "in order to improve in both directions, it is preferred to perform biaxial stretching." 
(0100). Therefore, extended by 1.8 times meets the claimed R M d > Rtd, since extended by 1.8 
times in the vertical drawing machine is considered to be R M d- Also see MPEP 2113. 
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With respect to Claim 6, Minoru teaches the claimed stretched film, wherein |Rmd/Rtd| 
or |Rtd/Rmd| is in the range of over 1 .0 but not more than 5.0 (1.8, 0123). The number as taught 
by Minoru is within the range as claimed by the applicant in the instant claim. 

With respect to Claim 7, Minoru teaches the claimed stretched film, which is a biaxially 
stretched film (see at least 0123). 

With respect to Claim 8, Minoru teaches the claimed stretched film, but does not 
specifically teach the claimed film which has one or less coarse streak ed projection having a 
height of 10 um or more, a width of 0.3 mm or more and a length of 5 cm or more, per meter of 
width in the transverse direction of the stretched film. 

Minoru, however, teaches that "By extending in a suitable temperature requirement, a 
film white blush mark at the time of extension can be decreased or prevented" (0105). The mark 
as taught by the reference is considered to be the streak as instantly claimed. 

If the mark as taught by Minoru is not presumed to be the claimed coarse streaked 
projection, the claimed one or less coarse streaked projection is presumed to be met by the 
reference because the range includes the lower limit of no streaks, or prevented as taught by 
Minoru (0105). 

With respect to the specific limitations of the claimed one or less coarse streak ed 
projection, having "a width of 0.3 mm or more and a length of 5 cm or more," "or more" would 
include the upper limit and would result in a flat film, or no coarse streak ed projection. 
Therefore, these instant limitations are met by Minuro in the teaching of the phrase "decreased or 
prevented." (vide supra). 



Application/Control Number: 10/594,932 Page 10 

Art Unit: 1794 

With respect to Claim 9, Minoru teaches the invention set forth above, but does not 
specifically teach the claimed stretched film, which has a water vapor permeability of 5 to 250 
g/(m 2 -day). 

As Minoru teaches using essentially the same identical materials, concentrations, method 
of production, and retardation values as instantly claimed (vide supra), one of ordinary skill in 
the art would expect the film of Minoru to posses essentially the identical ability to diffuse water 
vapor at a rate of 5 to 250 g/(m 2 -day). 

Claim Rejections - 35 USC §103 
7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Minoru (JP 
2002-311241, A, machine translation from Japanese to English). 

With respect to Claim 18, Minoru teaches the invention set forth above, including the 
specifics of the material composition, concentration of the specific monomers that composed the 
copolymers, essentially the same method of bi-axial stretching, and the properties of the film, but 
does not specifically teach the claimed laminated material that includes a polarizer film. 

At the time of the invention, however, it would have been extremely obvious to one of 
ordinary skill in the art to include a polarizer film in between the polarizer protective film as 
taught by Minoru (0001). The motivation would be as described by Minoru, "which protects the 
light polarizer. . ." (0001). 

Therefore, it would have been obvious to laminate the polarizing film with the protective 
film as taught by Minoru in order to modify the durability of the polarizer. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 15-17, and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Minoru (JP 2002-31 1241, A, machine translation from Japanese to English) in view of 
Shibue (US 6,503,581 Bl). 

With respect to Claim 15, Minoru teaches the invention set forth above, but does not 
specifically teach the claimed laminated material comprising the stretched film (X) and a 
polarizer formed thereon. Shibue, however, teaches the claimed laminated polarizer (Figure 1, 
items 110, and 120, Col. 21, lines 13-25). 

Shibue (Prior Art, Figure 1): 
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Minoru and Shibue are analogous art because they are from the same field of endeavor, 
such as optical films. At the time of the invention, it would have been obvious to one of ordinary 
skill in the art, having the teachings of Minoru and Shibue before him or her, to modify the film 
of Minoru in order to include a polarizer film as taught by Shibue. The motivation for doing so 
would be to provide Minoru's invention with the capability of polarizing light, thereby including 
a polarizer film to obtain a polarizing plate as described by Shibue {Col. 1, lines 5-9). Therefore, 
it would have been obvious to combine Minoru and Shibue to obtain the invention as specified in 
the instant claims. 

With respect to Claim 16, Minoru and Shibue teach the claimed laminated material, 
wherein the polarizer is formed from a polyvinyl alcohol containing iodine or an anisotropic dye 
(Shibue, Col. 16, lines 39-51). 

With respect to Claim 17, Minoru and Shibue teach the claimed laminated material, 
wherein a film is further formed on the polarizer (Shibue, see Figure 1, vide supra). Layer 110 
and layer 120 are laminated. 

With respect to Claim 19, Minoru and Shibue teach the claimed laminated material, 
which is a sheet polarizer (see at least Shibue, Figure 1, 31 and 32). 
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With respect to Claim 20, Minoru teaches the claimed liquid crystal display {Figure 1) 
comprising a liquid crystal cell and laminated materials (57 and 32) arranged on both surfaces of 
the liquid crystal cell (4). 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ARMANDO P. RAMIREZ whose telephone number is (571)270- 
7083. The examiner can normally be reached on Mon - Thur (4/5/9). 

11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Sample can be reached on (571)272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. P. R./ 



/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 



